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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of Group I, claims 1-3 in the reply filed on 
4/27/2006 is acknowledged. 

2. Claims 4-15 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 4/27/2006. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Specification 

4. The disclosure is objected to because of the following informalities: 

• On page 5, line 4, "side face" should read -a side face-- or --the side face- 

• On page 13, lines 13 and 14, the phrase "The insulating resin 13 that is 
exposed from the rear surface of insulating resin 13" needs clarification. 

• On page 14, line 14, "in an even" should read --an even-. 

• On page 19, line 13, "the Figure" should read -the figure-; likewise on page 
22, lines 10 and 18; preferably, a reference to a specific figure should be 
made so as to remove any possible ambiguity 

• On page 23, line 4, it is unclear what is meant by the phrase "formed to be 
circular in planar shape" 

• On page 36, line 12, "layer 18" should read -layer 13- 
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Appropriate correction is required. Applicant should carefully read the 
specification and correct these and any other informalities that may still be present in 
the application. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1, as claimed, it is unclear it is unclear what is meant by 
"wherein side face of said insulating resin". In particular, it is unclear where the recited 
side face is located relative to the other structural elements, or even with respect to the 
resin, since the shape of the insulating resin is not recited. 

Regarding claim 3, it is impossible to determine the structure of the recited "outer 
peripheral part" and its special/structural relationship to the structure recited in claim 1. 
Further, the phrase appears to lack proper antecedent basis, since claim 1 does not 
contain any recitations directed to an outer peripheral part formed of insulating resin. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1, as best understood, is rejected under 35 U.S.C. 102(b) as being 
anticipated by Lin (US5200362 to Lin et al.). 

Lin discloses: 

• circuit elements (chip die 15 and circuit elements 19 in Figs. 2-7) 

• conductive patterns (traces 13 in Figs. 1-8) 

• a resin sealing the circuit elements and conductive patterns (22, see col. 
3, lines 10-35); see note in the paragraph below regarding laser cutting. 

9. Claims 1-3, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by each of Flies (US4578573 to Flies et al.) and Takinishi (US41 75338 to 
Takinishi et al.). 

Flies / Takinishi discloses a circuit device comprising: 

• Circuit elements (circuit element 32, Fig. 9 of Flies/ sensing electrodes 14, 
Figs. 3-6 of Takinishi) 

• Conductive patterns (paths 24 in Figs. 7 and 9 of Flies / wires 13a and 13b 
in Figs 3-6 of Takinishi) to which the circuit elements are affixed and 
forming wiring 

• An insulating resin sealing the circuit elements and the conductive 
patterns (insert body portion 12 in Figs. 1-6 and 9; see col. 4, Ins. 45-65 in 
Flies / see col. 3, In. 30 to col. 4, In. 5; in particular col. 3, Ins. 35-50 and 
60-60 and col. 4, Ins. 1-5 in Takinishi), the resin having a rounded part and 



Application/Control Number: 10/667,046 Page 5 

Art Unit: 3729 

corner parts of an outer peripheral part having an acute or an obtuse 
angle (see Figs. 1-6 and 9 of Flies / see Figs 3-6 of Takinishi); see note 
below regarding laser cutting. 
Note: The patentability of product does not depend on its method of production. In re 
Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985) (citing In re Pilkington, 
411 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969)). If a product in a product-by- 
process claim is the same as or obvious from a product in the prior art, the claim is 
unpatentable even though the prior product is made by a different process. Id. citing In 
re Marosi, 710 F.2d 799, 803, 218 USPQ 289, 292-93 (Fed. Cir. 1983); Johnson & 
Johnson v. W.L Gore, 436 F. Supp. 704, 726, 195 USPQ 487, 506 (D. Del. 1977); see 
also In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). In this 
case, the side face of the insulating resin does not have to be cut by a laser, although it 
is capable of being cut by a laser. Cutting PCBs using a laser is very well known, 
however (see the "Flexible solutions..." and "Cutting PCB" references). 

Conclusion 

1. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: US4674175, US3024151, US20030000993, US5355283, 
US31 64749, US6627981, US6294830, US5528457, US6975024, US6429508, 
US5832600, US4722765, US6708401, US5319522, and US6107679. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Livius R. Cazan whose telephone number is (571) 272- 
8032. The examiner can normally be reached on 7:30AM-4:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571)272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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